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1• .. h noted th"'"; clniMs l t,> 4 1nclue1w A.re re.1octed on the patent 

to Hebarn, And the ea e patftnt is rM1nly relied upon tor the reJeo~ion 

ot claims 6, 7 1 8, 9, 10 A.nd 11 to 21. 1nclua1.a. It 18 4ea1re4 to er.Jphaaise 

'\be point '\hat nowhere in Hebt!arn is a ot-pber ke~ tranarn1tte.r 41ecloae4. 

!'hia 11!1 M 1I'!1J)Or~ant and tundar.lental diati.natt~)n in faYor of a.ppUca.nt'a 

tn•entton. In Hebem the mover.sents or dil!fl'lA<Jel'.tente ot the code wheela 

&i'e pur8l1 1'\\nOhn.niCt\ll thee& !~!O'Y4!11\8ntP f\,.e r•~r,'lo~.l,,!' 0!' 'f'('ll'lodtc in ~hnrn.c­

te r, ., ~;d contr,JllP.d b:t rntolv-3t r3eoht\tlitma 1nternRl to the device 1 tAelt. 

In the present invention, these naowrnenta r1.rflt ('H>:nt,.olled by the cipher ke~ 

tran&ldtt~:r in Nl aperiocUo l!lflnner1 Rnd b1 l\ tRpe or 1>lur:"Jlit;r of tf\'P&B 

extern&l to and not a PRI't ot the de vi '3ft 1 tael t. Dutt acknowledgMent h&a 

been t'JI\de of the Mid :!ebern pA.ter.-: on phgtt 15 of the epecif!oatinn in thi• 

esse., and a bf'\81& hn.111 thflre been established for the 1nportnnt dilltinction 

which is now brought cm.t. It will be rrtcognised. tht\t t:•;., 'isbern. etruct•1re 

has the inherent vrel\.krwrs uf. nll f.'·.;c:h rtevicas w1wre the ):R;~:t.nr ruu:hfl..ni• 

h a part of the tie'fi·~~ lt!•olf. Po!'10(tic~al 7.'80"'>:rrenoe of 1'10118Mnta il & 

naturAl C~iA.r.l\r.tarhtic of All suoh meohaniiii'!IS R.nd ~ha prodiot~t.ble f'Mtor 

thus 1ntr,)d·1ced def'el\ta the essen'tinl pnrpoH. '!'hue we hnve "" distinction 

which ie l'llntAri,:l 1\nrt inob'Yious. f'Lnd which te !lfll"P,)Orted b:r 1\ mRi;erial ad­

YRntA.g·e. OlRit'lf! 1 to 4., n.e wan na t~\EI r>ther cl"irns B.bOft ~'18nt1oned, 81\Ch 

inclUdes th!a dirrUncti•e elenont in one WR~ nr A.Ilnthar and uro clear ot 

He bern. 

0181~ ! MS bften t\IWnded Md in 1 te present form is bel1e'f84 

to ll.'fotd the obJttet!.nniiJ A.B to fo:m notAd ~ the Y.:X~Winer. 
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AI reprdo r' 1.n!:1s 6, '1, 8, 9 fl.nd 10. 'the ~<xaminer t&UI ~o di ... 

tinguteb b8twee'l 'tho18 Pl\l'te ot ~be raeohMiM which are 1n'\eZ'JIR.l to 

the or~ptOf.rrn:ph i tnelf • ~1• t 

cipher ke;yo tr,\.nard tter. nr trl'\nm11ttere, tbe incHon.'\trJB r:I8Chanim on 

the one .btt.nd., Rntl the exterJ'JI\l element which 11 the key tape 1 tselt, 

on the other M.nd. It h not crmtended that ~· cipher ke~ '\ra.n.U'\11al" 

11 the eX'terMl el8f'.lC 11 • 11h1a part of the rlJ80hAn1111"J 1 a controlled b7 

a ptirtorated +;ape; it 11 ~he latter e1en111nt whioh 111 w..,.,n: exterDal, 

can be reJ'IlOved, oh.fU'l884 And YAl"ied at will. In otht'lr C"r!/l)tor,r&phl 

known 14 &Jmlloant in which rotatable circul-. OhArl4Jifr.s 1\1"8 enpl~e~, 

the ke:;'int! r.aeob&nilkll 18 internAl to and a l)I!LI't ot the oryp~al)h 

1teelt and, therefore, inherentl: presents the weakneal fro. a 01"1P­

tocraph1o etnndpoint that poriodiclty cAnnOt be prevented. a1noe what­

eyer the ~tet:liH{; f'lt•ClhAJltf!r. t'l'l~ 'be (whether ettl\l"lllf~, r.l\i1l8 or thO li~8 ) , 

the p~tr·u r1U"l't nnf~mte upon Meohan1c&l prinolplee giV'lJ'lfr 1'1H to pbnM 

reourrencee, or n:nlee, or perioda. lt 1s 'heH•ned thAt t~•e tl .. e clAirlll 

are OOI'1"8Ctl~ 1md MourRtely phrRSted and R.re ent.trely olet\r tn the 1 tr.ht 

Of the "!>t90 tfi~P..tion f',.HQ dr:nWi!'Wie 

Reter:rtn{;' to tlit't r~.}de'tion of ola1r219 ~ ll-llli lO on :'im:ehoul!e, 

1t 1• pcJ1nte4 ou\ thfl.t tlli.a nitt\tion cbee not disoloee appl1•!M'\ 1 a flulda­

nten'\Al concept ot aparlod.iosll;: (Nntrol11n;~ AWi to·,~.ll8 devices b' an ex­

ternal ke:t1l1f~ t!lttl"len'\, and !1orehm:uta fflill to snow or to teach th11 tuncla­

mantal concept. Jfow, Iince '\he:stt olai"e each Oo'Y81'8 ~o Mid t'unclament­

al oonnept tn oorobiM't'\.c>n wtth t<ie fent·~re of n plurtl.Htz; ot ot'pher ke)' 

trfilllel'litters, an attenJ)t to lm1ld up " aen'Ml M:UotpaUon ot Mtcl olai!U 

in •tew ot Morehnuee alone cAnnot be ma1ntftJ.ne4. In lfol'eh•._.. 'he ohazo­

aoter 83'f1'bole of the t•o tnpee are eT'lJ)lo~ad eu.coeeei •ly, Nld the 
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oolleotiTe or multiple action oontarrplnted lJ~ the ftrymHotmt•e 1n­

Yen'Uon is rtot pooeiblfiJ. 1Coreo¥er. in rt.'P'Pl1oan1i' e invention:\ "he 

n'UI'llbers of. IJUCh elu\r&atera in the ree.,o-4;1 Ye tR.pee belnB pri1!18 to 

\' one n.nother oonatl tutee MOther 1.mponant d1et1nnt1on o•r J{O:rebou• 

from ,... nryptOCTaPhie stAndpoint, whioh cUetinoUon il'l l:lrour.ht out bl 

which aoinoidea with the l'PIIltl tant o! -the ttrat ntTOllttion. In other 

oharawtera thti resul tu.nt i e onl;- . 2,000 ohn.no.oters in l8llf~"!..h. ln tl1e 

la.t~nt lel'IK"th tlw.t h the product of the:r ill.(!i vidunl lanp;ths. 

ot theae oln1na inoludoe the o:tpl1er key trhnsrd ttar o::· " pl1trAl1 ty ot 

31"il believed to define auttio1ertt etruc-

worde nexter.nal'• nnd "'independen-t" h qu.t te ol.eR.r rm4 tnl.l1 .J<uJt1t ted 
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pertoratecl ~npe is the oxternal eler!lent .. 

Olab'fl ?.1, ?.2 R.nd. ~3 have bean &r.a$ndod and in their preeent 

The rrrottnd~ for rejecting cla~11 ~J to 25 inclusive are not 

thour.-ht to be entirely cltmr in the lieht of the d.tsclof1ttre. 

't'ha J<::XMliMr' a reJection on the t-rrormd or 1'11Ul tiplici ty 1e 

noted. The effort has 'been ~ drat't a IJU!tlc1ent number of claims to 

oo1'er fl fn.ir rNlge ot ftQu1 'Yl\lente beRrinr. in mind the importa:toa ot 

blookine poeeible f'\ltl.ll'e infri~rnente, bt.tt not overloo1dtlf,' the 1,... 

are phrA.Ifflcl in 1U!t'nren't terms Md ft.re belie"Jed to be rmteJtta'blJ dis-

tinct. Fo:r aXAJ\ple, clnim 1 reci'tiee " "' ·~1pher-koy trn.mw11 '\t*tr" 

cipher ke~ tr~BMitter is one elenent - a otpbar koy trf~am1tter 

meoM.nifllla hna a diffflrflnt n.nd br<*der aignifimmoe. Referring to 

ob.iru 11 and 12, it will be noted thAt clRiM 12 h BOI'!lfJWhnt l'lOnJ 

IPeoitic thl\n cll\im 11 and should ob.il'l 12 be fmmd allowable, appl1-

OP.nt wou d be willir~ to drop clnim n. Am>UcHmt wou~d of ao,U"oo be 
i:ng 

will/to rmke fJOTUe reduction in ~h~ nunber of the ~ln infi p:roJ'fided this 

would not inYQl Ya PL!V l'!lfl.orif'ioe 1n protection urnm hi u invontio!l. 
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~· Ji::Xruuiner' p; ground a tor the l"8jaot1on of the me~od olnimt 

aoter or condition nre efteate4 b7 the pr~otioe ~f the preee~t Method. 

text chaM\otera ae to pre.ent period tel ty in '\he relationship, an4 

one which ch~mt~Js tho rttltrtt1onahi.TJ to !.'l~tOh M extent fte to Mhiew 

Cht'.rnoter or Otlnd l t1on. 

a ke1 tApe which cnn be ~r!ed at will. ln the pre~Mnt "'"hod• ellaina­

tion of pred.io-ble tMtore is r.d.e l'ION effeoU""' l.Jy l'll'U.l ti'Plying tbl 

nuabtlr of external ktty1ntr elttrsHnta to pr.odune a oolloot1,., action. '!"he 

of " 'Plu:rnl lUll t code tuch '"' the JR.u4ot Coda f\nd tlla usual. twenty-six 

llblt.rRc tere of tho alphabet or tllo stfUldn.rd equi 'f&lenta ot the :Morae 

Co4e. 

oharaotera And 110 chanuea the relaUonabip ot aucb a rM81868 l:n reepect 
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to the ti~l oryptogrRm ae to prRnt1call1 eliminate th~ predictable 

or ')'Jertodic fRnto'!'s, bringe a'bmtt a change of c:hA.rA.oter fL.~d oondi t Lon 

which certainly snthfie!l! this reqn treMnt of whA.t constUutes n. Method. 

Secondly, 1t is nontended that here we hA."fe f\ tru.e r'lotho4 

which is NOre ~han the mere function ot the apparatu. diBCloee4 • 

That this i~ so is evidenced by the tact that the Aethod doee not 

BHt up or A.~Bm:tbly ot coordinated mechani•a may be "f&ried oonB1der-

ably in respect to the indiYidUAl oo~onents. In other worde, the 
does not depe1~d ~pon one 

method -._..~ ... ~-~-- einrle aP.aeMbly ot indi 'fidUAl oorrponentB. 

In the third. piace. it h contended '\'Mt true M'\hod clPoiml 

11!1&7 be predioB'ttld upon a recital ot ~tructure in the preNJ.tblea IJ'Uttic1ent 

'tio define ru1d gi-.~ rnean1nr, to the MBthod ~tepa, nll of which i e well 

eetAblishec:l b!' the practice. '!.'he preAent method is one which ,justitia• 

a certain 1ntrodu.otory or Bntecedent recital ot structure. In principle 

thh h supported by numerous Jmtente, among whir.h mAY be mentioned the 

··/ pstent to VernNl .No. 1,416,766. SeYerA.l decieion• in BUPT>Ort of the 

pr80tice in thil regard will be citf!d 'below, and it 1m l'ligniticant that 

a number of these A.re nomparatt-.el: recent. 

A lollf; line of dec is :tons M.Y be cited to 1how that in general, 

a mechRnioal aethod 1e entitled to patent protection. In this oategol'J 

the to!low1nu decietone are rnent:toned1-

Bx parte Weston - 1? Ct. ~pp. D.C. 449J 1901 C.D. 417 

Ez psrte Ohase (Patent 1,637,138 ) - 2 u.s. ~ily 1669 

Bxpanded 1ifetl\l r~o • .. ~. Bradford - 214 u.s. 366; 1909 o.D. P2l 

American Graphaphone Oo. n. tTn:tYerRa1 '1'1Llkil18 tf&chine 14ftr• Oo. 
151 r. 595-601 (2nd car. 1907 J 

Buttalo Forge Oo. y~. Oity of Buffalo - 246 F. 1a6 
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'l'hl'lt. n reni tt,.l of 11J'\l"1l0'\U.rP\l eleMenh h pemieafble in Mtho4 

olp.:L'i~ 1P Pupported b)' the follow~~ 4ecieion•:-

:lbt J'IP.rte ifW:'ra,: - (Ot. App. D.C. 1928 ) - 379 tl. G. 44.2 

Rx par"te Aator Md IeAla - 16 Pat. Q. 292 (Bd. of Appeal,., 19:i2 

Ex parte t~~tn~son - 14 u.s. Pat. q. 332 {~ten~ 1,8?0.~56 ) 

It will be notnd thr.t neA.rly ,.11 of 'tl16 deoh.inn" n'how 

cUed A.re mwh r'\ore r·onet:t thAn thos relie(l iJ'!lDn by the l::XN'l1ner, and 

tho" in the second p:rou'P are tor ti1e !'llost P"\1'11 qnl to recent, whloh .,..1 

be regRrded ~• persuaai~e of a •ore libe:~l prnt,111ca ~oth ~ the Court. 

&:!d the PA.tent •l.t'fir~a in faYor of aeobanical :Mthod elaine Md perrdtt­

ii!C the roo \tal in suoh claitjl ot euttto:Se nt atruotu.re to support 'the 

Jllthod l!ltepa. 

J&•ornble rftoontid4r~t1on 11 oourtem1aly aol1ctted 13 the 

light or the foregoing. 

\1111118!!\ 1'. Friedra&D, 

111 
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